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DETAILED ACTION 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See hdiller v, 
EagleMfg. Co,, 151 U.S. 186 (1894); /« re Ockert, 245 F.2d467, 114USPQ330 (CCPA 1957); 
and In re Vogeh 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

Claims 1-13 are rejected under 35 U.S.C. 101 as claiming the same invention as that of 
claims 1-13 of prior U.S. Patent No. 6,610,074. This is a double patenting rejection. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 17 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Regarding claim 17, claim 17 recites "the slot" wherein more than one slot has been 
previously recited. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 14-15 and 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Donlon et al. (US 5,618,307) in view of Sasaki (US 5,081,81 1). 

Regarding claims 14-15, Donlon discloses an aorta cross clamp assembly (Figures 25-27) 
comprising: 

• a clamp having first 308B and second jaws 3 1 OB that are movable toward and away from 
each other; 

• an elongate housing 346B having first and second ends, the clamp being connected to the 
first end; 

• an elongate actuator 378 disposed within the housing and operatively connected to the 
jaws such that axial movement of the actuator within the housing causes the jaws to move 
toward or away from each other; 

• a retainer 324B disposed within the housing, 

• a handle 394 connected to the second end of the housing; 
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• and a stem 380 connected to the actuator, the stem projecting outwardly of the handle, the 
stem permitting the user to operate the actuator in either the first or second modes of 
operation permitted by the retainer; and 

• the first jaw is fixed and the second jaw is movable toward or away from the first jaw. 
This embodiment shown in Figures 25-27 of Donlon does not disclose: 

• the retainer having two modes of operation, the retainer in the first mode permitting the 
actuator to move within the housing such that the jaws are moved toward each other but 
not away from each other, and the retainer in the second mode permitting the actuator to 
be moved within the housing such that the jaws are moved away from each other; 

The clamp embodiment shown in Figures 25-27 is actuated only by rotating the inner actuating 
member 378 relative to the housing 346B. In Figures 17-22, however, Donlon discloses a 
similar remote clamping apparatus that has two modes of operation wherein a retainer 342 has 
two modes of operation such that the retainer in the first mode permits the actuator to move 
within the housing such that jaws are moved toward each other but not away from each other, 
and the retainer in the second mode permits the actuator to be moved within the housing such 
that the jaws are moved away from each other. Both embodiments have the benefit of being 
locked in the clamped configuration until the user chooses to release the lock, but the 
embodiment of Figures 17-22 has the additional advantage of being more quickly and easily 
manipulated into the clamped configuration. Although this property would be desirable in the 
embodiment of Figures 25-27, the particular ratcheting locking mechanism of Figures 17-22 
would not combine well with the threaded actuating mechanism of Figures 25-27. Sasaki 
discloses a retaining element 1 1 that is a nut with a slot therethrough which allows a threaded 
member to be quickly and easily pushed axially through said retainer in one direction but 
requires that the threaded member must be rotated relative to the retainer to move it axially in the 
second direction. (Column 4, Lines 47-59) It would have been obvious to one of ordinary skill 
in the art at the time of the invention to modify the apparatus of Donlon (Figures 25-27) by 
providing the retainer of Sasaki in order to allow the clamp to be quickly and easily moved into 
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the clamped configuration and then locked in said clamped configuration as taught by Donlon 
(Figures 1 7-22) and Sasaki. 

Regarding claim 18, the embodiment shown in Figures 25-27 of Donlon does not disclose: 

• the housing is flexible and the actuator is a cable. 

This clamp is designed to reach its target site in the body linearly and thus does not require 
flexible components. (Figure 23) The embodiment shown in Figures 7-9 of Donlon has a 
flexible housing and inner member so that it may curve to approach its target site. (Column 9, 
Line 53 through Column 10, Line 1 5) It would have been obvious to one of ordinary skill in the 
art at the time of the invention to modify the apparatus shown in Figures 25-27 by making the 
housing and the actuator flexible as taught by the embodiment shown in Figures 7-9 of Donlon 
for purposes such as allowing the device to curve to approach its target site. The modified 
actuator 378 is a cable. 

Regarding claim 19, Donlon additionally discloses: 

• the second end of the housing , includes a fitting to which the handle is secured, and the 
stem has a knob, (Figure 25, Column 16, Lines 1-23) 

Thus, the embodiment shown in Figures 25-27 of Donlon discloses all elements of claim 19 
except: 

• the handle has a pair of finger loops. 

Donlon states that although the handle 280 is shown as a disc, it may also be any other 
conventional hand grip. (Colunm 16, Lines 20-23) In Figure 1, Donlon shows a handle having a 
pair of finger loops. It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify the apparatus of Donlon (Figures 25-27) by providing a pair of finger 
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loops as taught by the embodiment shown in Figure 1 since this handle was a known alternative 
and would have produced expected results. 

Claims 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Donlon et 
al. (US 5,618,307) in view of Sasaki (US 5,081,81 1) as applied to claims 14-15 above, and 
. further in view of Hasson (US 5,2 1 1 ,655). 

Regarding claim 16, Donlon additionally discloses: 

• a base 324B having a bore therethrough; a slot in the first jaw, the second jaw being 
disposed within the slot; and a hinge pin 316B extending through the slot and the second 
jaw to support the second jaw for pivotal movement within the slot. 

Thus, all elements of claim 16 are disclosed by Donlon in view of Sasaki as previously discussed 
except: 

• the first jaw is connected to the base. 

The clamp disclosed in Donlon is actuated by moving both jaws axially relative to the housing 
and base via the actuator. Since both jaws move axially with the actuator, the static first jaw is 
not fixed to the base. Hasson discloses a clamp (Figure 5a) with a hinging mechanism wherein 
the first static jaw 48 is fixed to a base and the second jaw 46 moves axially with the actuator to 
open and close the clamp jaws. It would have been obvious to substitute the hinging mechanism 
of Donlon with the hinging mechanism disclosed in Hasson since they were known alternatives 
at the time of the invention and their substation would have produced expected results. 

Regarding claim 17, the modified device of Donlon additionally discloses: 
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• the retainer includes: a screw 320B disposed within the bore, the screw having first and 
second ends; a nut 392 (modified as taught by Sasaki) connected to the base, the screw 
passing through the nut, the connection between the nut and the screw being such that the 
screw can move toward the second jaw without rotating but the screw can move away 
from the second jaw only by being rotated; 

• a slot in the second jaw (modified as taught by Hasson); and 

• and a drive connector 386/378 connected to the second end of the screw, the actuator 
being connected to the connector in driving relationship. 

Thus, all elements of claim 17 are disclosed by Donlon in view of Sasaki and further in view of 
Hasson except: 

• a link rotatably connected to the first end of the screw and connected to the second jaw 
by a pin passing through the link and the slot; 

The second jaw of the modified device is connected to the actuator by a pin passing through the 
slot in the second jaw and the actuator. Since the second jaw of the modified device is axially 
displaced by rotation of the actuating screw, there must be a link between the second jaw and the 
screw such that the second jaw does not rotate with the screw when they are axially displaced 
together. The examiner takes official notice that it is notoriously old and well known in the art to 
provide a link between elements to allow axial motion to be transferred between said elements 
without also transferring their rotational motion. Thus, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to provide a link rotatably connected to the 
first end of the screw and connected to the second jaw by a pin passing through the link and the 
slot in order to allow the second jaw to be moved axially without also transferring the rotational 
motion of the screw. 


Conclusion 
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The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• Smith; Stephen B. (US 6,146,392): Needle holding and manipulating instrument, 

• Sherman; Benjamin et al. (US 5,928,253): Integrated cannula and vascular clamp 
assembly. 

• Morejohn; Dwight P. et al. (US 6,146,394): Vascular clamp and method for using the 
same. 

• Brown; Ivan E. (US 3,506,012): Polyp clamp and applier therefor. 

• Sherman; Benjamin, (US 5,921 ,996): Surgical clamp applier/remover and detachable 
clamp. 


Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric Blatt whose telephone number is 571-272-9735. The 
examiner can normally be reached on Monday-Friday, 9:00 AM-6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hayes can be reached on 571-272-4959. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Eric Blatt 
571-272-9735 
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